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By the Board:

Dataworx B.V. ("applicant") seeks to register the mark
DEXXON in typed formfor "conputers and conputer
peri pherals; optical appliances and instrunents, nanely,
optical disk readers; conputer storage devices and nedia,
nanmely, bl ank optical disks; blank audio disks; blank audio
cassette tapes; blank re-witeable CD ROM disks; head
cleaning cartridges for conputer storage devices and data
st orage equi pnent; blank conputer hard di sks; renovabl e
di sks and tape backup drives for conputers; blank digital
| i near tape cartridges; blank 4 mm and 8 mm conputer storage
tapes; bl ank renovable three and half inch and five and

quarter inch floppy disks" in International Cass 9.1

! Application Serial No. 75511805, filed July 1, 1998 based on an
assertion of a bona fide intent to use the mark in comerce under
Trademark Act Section 1(b), 15. U S.C. Section 1051(b), and
claiming a right of priority under Trademark Act Sections 44(d)
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Regi strati on has been opposed by Exxon Mobi l
Corporation ("opposer"™) on the grounds of I|ikelihood of
confusion with its "famly" of previously used and
regi stered EXXON and "interlocking XX' marks under Trademark
Act Section 2(d), 15 U.S.C. Section 1052(d),? fal se
suggestion of a connection with opposer under Trademark Act
Section 2(a), 15 U.S.C. Section 1052(a), and dilution of its
famly of previously used and regi stered EXXON and stylized
XX mar ks under Trademark Act Section 43(c), 15 U S.C
Section 1125(c). Applicant denied the salient allegations
of the notice of opposition in its answer.

This case now conmes up for consideration of opposer's
notion (filed Septenber 10, 2003) for summary judgnment only
on the ground that applicant has failed during discovery to

denonstrate a bona fide intent to use the involved mark for

and (e), 15 U.S. C. Sections 1126(d) and (e), of January 12, 1998
based on a foreign application which matured i nto Benel ux
Regi stration No. 623636.

2 Opposer's twenty-ei ght pleaded registrations include the
fol | owi ng:

Regi stration No. 884419 for EXXON in typed formfor
"industrial chemical additives and processing aids for inproving
and altering characteristics and performance of petrol eum
products" in U S. Cdass 6 (International Casses 1-5).

Regi stration No. 1376435 for EXXGARD in typed formfor
"lubrication analysis services" in International Cass 42.

Regi stration No. 1384919 for XX in the follow ng stylized
form

for "nmotor oils" in International C ass 4.
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the recited goods in the United States. The notion has been
fully briefed.?

W note that opposer did not plead in its notice of
opposition that applicant |acks a bona fide intent to use
the mark in conmmerce under Section 1(b) as a ground for
opposi ng registration of applicant's mark, and that opposer
has not filed a notion for |eave to anend its notice of
opposition under Fed. R Civ. P. 15(a) to assert such
ground. Nonetheless, in view of the fact that applicant did
not object on this basis and argued agai nst opposer's notion
for summary judgnent on the nerits, we elect to treat the
notice of opposition as having been anended to assert the
ground and to treat the answer as having been anended to
deny the ground. See Fed. R Cv. P. 56(a) and (b); and
TBMP Section 528.07(a) and cases cited therein.

Summary judgnent is an appropriate nmethod of di sposing
of cases in which there are no genuine issues of nmateri al
fact in dispute, thus |leaving the case to be resolved as a
matter of law. See Fed. R Civ. P. 56(c). Opposer, as the
party noving for sunmary judgnment, has the initial burden of
denonstrating the absence of any genuine issue of materi al
fact, and that it is entitled to judgnent as a matter of

| aw. See Celotex Corp. v. Catrett, 477 U S. 317 (1987);

% In our discretion, we have considered opposer's reply brief
because it clarifies the issues before us. See Tradenark Rul e
2.127(a).
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Sweats Fashions Inc. v. Pannill Knitting Co. Inc., 833 F.2d
1560, 4 USPRd 1793 (Fed. G r. 1987). Applicant, as the
nonnmovi ng party, must be given the benefit of all reasonable
doubt as to whether genuine issues of material fact exist,
and the evidentiary record on summary judgnent, and al
inferences to be drawn fromthe undi sputed facts, nust be
viewed in the light nost favorable to the nonnoving party.
See Opryland USA, Inc. v. Great Anerican Misic Show, Inc.
970 F.2d 847, 23 USPQd 1471 (Fed. Cir. 1992).

After reviewing the parties' argunents and supporting
papers, we find that opposer has failed to neet its burden
of establishing that there is no genuine issue of materi al
fact with regard to its standing® and with regard to whet her
applicant has a bona fide intent to use the mark on the
i nvol ved goods in the United States. Rather, we find that
the evidence of applicant's activities as a distributor of
the i nvol ved goods throughout Europe, which opposer
submtted as exhibits in support of its notion for sunmary
judgnent, is sufficient to raise a genuine issue of materi al

fact with regard to whet her applicant has a bona fide intent

4 W note that opposer did not properly make of record current
status and title copies of any pleaded registrations with its
notice of opposition and did not submt status and title copies
of any pl eaded registrations or evidence to establish its prior
use of any of its pleaded marks with its notion for summary
judgnment. See King Candy Co. v. Eunice King's Kitchen, Inc., 496
F.2d 1400, 182 USPQ 108, 110 (CCPA 1974); Tradenark Rul e
2.122(d)(1).



Opposition No. 91120519

to use the mark on the involved goods in commerce. Cf.
Commodore El ectronics Ltd. v. CBM Kabushi ki Kai sha, 26
USPQ2d 1503 (TTAB 1993) and Lane Ltd. v. Jackson
International Trading Co., 33 USPQ2d 1351 (TTAB 1994).

In view thereof, opposer's notion for summary judgnent
is hereby denied.?®

Proceedi ngs herein are resuned. Discovery and trial

dates are reset as foll ows:

DISCOVERY PERIOD TO CLOSE: 3/12/04
Plaintiff's thirty-day testimony period to close: 6/10/04
Defendant's thirty-day testimony period to close: 8/9/04
Fifteen-day rebuttal testimony period to close: 9/23/04

In each instance, a copy of the transcript of testinony
together wth copies of docunentary exhibits, nust be served
on the adverse party within thirty days after conpletion of
the taking of testinony. Trademark Rule 2.1 25.

Briefs shall be filed in accordance with Trademark Rul e
2.128(a) and (b). An oral hearing wll be set only upon

request filed as provided by Trademark Rule 2.1 29.

®> The parties should note that the evidence submtted in
connection with the notion for sunmary judgnent is of record only
for consideration of that notion. To be considered at fina
hearing, any such evidence nust be properly introduced in
evidence during the appropriate trial period. See Levi Strauss &
Co. v. R Josephs Sportswear Inc., 28 USPQ2d 1464 (TTAB 1993);

Pet Inc. v. Bassetti, 219 USPQ 911 (TTAB 1983); American Meat
Institute v. Horace W Longacre, Inc., 211 USPQ 712 (TTAB 1981).



